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DETAILED ACTION 
Introduction 

1 . The following is a final office action in response to the communications received 
on October 12, 2007. Claims 1-8 are now pending in this application. 

Response to Amendments 

2. Applicants' amendments to claims 1 and 5-8 are acknowledged. 

Response to Arguments 

3. Applicants' arguments filed on October 12, 2007 have been fully considered but 
are not found persuasive in part and are moot under new grounds of rejection in part. 
Applicants broadly argue 1) Alter and Ruffin fail to teach "physically consolidating IT 
sites of the geographic area to form a unique project geographic area for realizing the 
project business need by considering project cost parameters and geographic site 
peculiarities" and 2) "entering in a database the values of said criteria" is not admitted 
prior art. 

In response to Applicants' argument Alter and Ruffin fail to teach "physically 
consolidating IT sites of the geographic area to form a unique project geographic area 
for realizing the project business need by considering project cost parameters and 
geographic site peculiarities", Examiner respectfully disagree. Applicants specifically 
argue that Ruffin merely teaches consolidating sites without any suggestion of how it is 
to be done and fails to take in to account a business project need, costs, people, and 
cultural differences. Examiner submits that Applicants are reading the Ruffin reference 
in a vacuum. Ruffing explicitly teaches consolidating sites based on a business need 
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and costs (see Ruffin Abstract and column 4 lines 1-16). Ruffin further discloses a 
method of how this is to be done (see Ruffin column 4 lines 35-67). Furthermore, the 
limitations recited in the present claims fail to limit the invention to require a specific 
method of implementation of consolidating sites. Applicants are reminded that although 
the claims are interpreted in light of the specification, limitations from the specification 
are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 USPQ2d 1057 
(Fed. Cir. 1993). Examiner submits Willcocks in order to consider people and cultural 
differences as discussed in the new grounds of rejection below. 

In response to Applicants' argument "entering in a database the values of said 
criteria" is not admitted prior art, Examiner respectfully disagrees. Examiner again 
notes the following discussion of Official Notice taken from the MPEP: 

To adequately traverse such a finding, an applicant must specifically 
point out the supposed errors in the examiner's action, which would 
include stating why the noticed fact is not considered to be common 
knowledge or well-known in the art. See 37 CFR 1.111(b). See also 
Chevenard, 139 F.2d at 713, 60 USPQ at 241 ("[l]n the absence of any 
demand by appellant for the examiner to produce authority for his 
statement, we will not consider this contention."). A general allegation 
that the claims define a patentable invention without any reference to the 
examiner's assertion of official notice would be inadequate. If applicant 
adequately traverses the examiner's assertion of official notice, the 
examiner must provide documentary evidence in the next Office action if 
the rejection is to be maintained. See 37 CFR 1.104(c)(2). See also 
Zurko, 258 F.3d at 1386, 59 USPQ2d at 1697 ("[T]he Board [or 
examiner] must point to some concrete evidence in the record in support 
of these findings" to satisfy the substantial evidence test). If the examiner 
is relying on personal knowledge to support the finding of what is known 
in the art, the examiner must provide an affidavit or declaration setting 
forth specific factual statements and explanation to support the finding. 
See 37 CFR 1.104(d)(2). If applicant does not traverse the examiner's 
assertion of official notice or applicant's traverse is not adequate, the 
examiner should clearly indicate in the next Office action that the 
common knowledge or well-known in the art statement is taken to be 
admitted prior art because applicant either failed to traverse the 
examiner's assertion of official notice or that the traverse was 
inadequate. If the traverse was inadequate, the examiner should include 
an explanation as to why it was inadequate. (MPEP § 2144.03(C)) 
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First, Applicant has not "specifically pointfed] out the supposed errors in the 
examiner's action, which would include stating why the noticed fact is not considered to 
be common knowledge or well-known in the art." For these reasons, "entering in a 
database the values of said criteria" is taken to be admitted prior art because 
Applicant's traversal was inadequate. Second, Applicant's challenge is not timely. All 
statements of Official Notice made in the art rejection have been on record since 
issuance of the non-final rejection mailed on April 3, 2006. In the subsequent response 
filed on July 3, 2006, Applicants were silent on the matter of Official Notice. 
Consequently, the statements of Official Notice made in the art rejection have been 
established as admitted prior art due to Applicants' failure to adequately traverse the 
Examiner's assertions of Official Notice. Therefore, Applicants have not sufficiently 
switched back to the Examiner the burden of supplying references in support of her 
assertions of Official Notice. 

Claim Rejections - 35 USC § 103 

4. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

5. Claims 1-8 are rejected under 35 U.S.C. 103(a) as being unpatentable over Alter 
(Alter, Steven; Information Systems: A Management Perspective, 2 nd Edition, The 
Benjamin/Cummings Publishing Company, 1996) in view of Ruffin (U.S. Patent No. 
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6219654) and in further view of Willcocks et al. (Willcocks, Leslie; Choi, Chong; "Co- 
operative Partnerhip and Total' IT Outsourcing: From Contractual Obligation to 
Strategic Alliance?", European Management Hournal, March 1995). 
As per claim 1 , Alter teaches: 

A project management method for optimizing Information Technology (IT) sites 
including skilled people groups and computer equipment, said method comprising 
the steps of: 

defining a project business need, the project business need being discrete and 
having a fixed duration (see pp. 552-553 and 558-559; where information systems 
plans are linked to a company's business plan. The critical success factors include 
business needs such as improving customer relationships, improving supplier 
relationships, making the best use of inventory, and using capital and human 
resources efficiently and effectively. Furthermore, these business needs are broken 
down into business processes and can be reengineered. The project is discrete and 
deadline and completion dates are set, thus the project has a fixed duration.). ; 

defining a project technical need, the project technical need involving resources 
needed to realize the project business needs (see pp. 552-553; where specific 
technical needs are determined and defined. The technical needs are resources 
that are needed to complete the project.); 

determining, according to the project business need, a number of IT sites spread 
over a geographic area (see pp. 551-559 and 564-565; where IT sites have data 
centers. Data centers can be located at the corporate headquarters, regional 
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processing centers, site processing centers, department processors, workgroup 
processors, or at individual client machines. The data centers are determined in 
accordance to the business needs.); 

determining, according to the project technical need, the skilled people groups 
and computer equipment required inside the geographic area (see p. 551-559; 
where distinct roles are assigned to specific personnel who have the requisite skill 
set to perform the assigned tasks. The specific personnel are determined based on 
the technical requirements of the IS plan.); 

grouping and distributing, according to technical constraints, said skilled people 
groups and computer equipment over said IT sites inside the geographic area (see 
pp. 557 and 564-65; where skilled personnel and grouped in to general roles. 
Equipment and personnel are distributed based on technical constraints. The 
technical constraints include decentralized systems that account for local variances 
versus centralized systems that perform cross-departmental functions well). 
Alter fails to explicitly teach "physically consolidating IT sites of the geographic 
area to form a unique project geographic area for realizing the project business need by 
considering project cost parameters, distribution of the skilled people, and geographic 
site peculiarities, which include cultural differences, language differences, and legal 
constraints". Ruff in, in an analogous art, teaches "physically consolidating IT sites of 
the geographic area to form a unique project geographic area for realizing the project 
business need by considering project cost parameters, distribution of the skilled people, 
and geographic site peculiarities" (see Ruffin column 12 lines 50-67 and column 13 lines 
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1-34; where IT sites are geographically consolidated in order to reduce the complexities 
of the business purpose and contain costs.). Ruffin fails to explicitly consider "cultural 
differences, language differences, and legal constraints" in its consolidation. Willcocks, 
in an analogous art, explicitly teaches "cultural differences, language differences, and 
legal constraints" in consolidating and outsourcing (see Willcocks pp. 69-71; where 
cultural differences, language differences, and legal constraints are considered in 
outsourcing.). The advantage of such a feature that it facilitates the success of an IS 
outsourcing plan. It would have been obvious, at the time of the invention, to one of 
ordinary skill in the art to combine the feature of "physically consolidating IT sites of the 
geographic area to form a unique project geographic area for realizing the project 
business need by considering project cost parameters, distribution of the skilled people, 
and geographic site peculiarities, which include cultural differences, language 
differences, and legal constraints" taught by Ruffin and Willcocks to Alter in order to 
facilitate the success of the IS outsourcing plan, which is a goal of Alter (see Alter p. 
552). 

As per claim 2, Alter teaches: 

The method of claim 1 , further comprising the step of process and method 
standardization before the consolidating step, said process and method 
standardization step comprising the steps of: 

listing processes and methods used in the IT sites as determined (see pp. 559 
and 565-566; where corporate standards and procedures are determined); 
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listing criteria allowing assessment of efficiency of said processes and methods 
in the IT sites as determined and according to the skilled people groups and 
computer equipment as determined, grouped, and distributed (see pp. 570-574; 
where assessment of efficiency is determined using multiple standards and 
procedures); 

determining best processes and methods according to values of said criteria; and 
(see pp. 565-566 and 570-574; where best practices are determined and 
implemented and can be based on efficiency), 

implementing the best processes and methods in the IT sites as determined (see 
pp. 565-566 and 570-574; where best practices are determined and implemented 
and can be based on efficiency). 

As per claim 3, Alter teaches: 

The method of claim 2 wherein the step of determining the best processes and 
method further comprises the steps of: 

creating with a graphic user interface an evolutionary image of the values of the 
criteria (see p. 573; where a graph displaying costs, benefits and cumulative net 
benefit is created for a project); and 

analyzing the image for determining the best processes and methods (see p. 
573; where the image is analyzed to determined the value of the project). 

Alter fails to explicitly teach entering the values into a database. It is old and 
well-known in the art to enter data into a database after it has been collected so that the 
data can be pulled to generate graphs and reports. The advantage of storing the data 
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in a database is that the data can be easily accessible, thereby increasing the efficiency 
of the system. It would have been obvious, at the time of the invention, to one of 
ordinary skill in the art to store data in to a database in order to increase the overall 
system efficiency, which is a goal of Alter (see p. 570). 

As per claims 4 and 5, Alter fails to explicitly teach repeating the steps of listing 
criteria, determining best processes and methods, and implementing the best processes 
and practices. It is old and well known in the art to repeat steps in a process. The 
advantage of repeating steps is that repeating critical steps ensure the accuracy of the 
result of the steps. It would have been obvious, at the time of the invention, to one of 
ordinary skill in the art to repeat the steps of listing criteria, determining the best 
processes and practices, and implementing the best processes and practices in order to 
ensure the accuracy of the results of the steps, which is a goal of Alter (see p. 570). 

As per claim 6, Alter teaches: 

The method of claim 5 wherein the IT sites are spread over more than one 
geographic area (see pp. 564-565; where IT sites have data centers. Data centers 
can be located at the corporate headquarters, regional processing centers, site 
processing centers, department processors, workgroup processors, or at individual 
client machines.). 

As per claim 7, Alter teaches: 

The method of claim 6, further comprising a step of determining, before the step 
of determining skilled people groups and computer equipment, a management 
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organization for the geographic area (see p. 557; where project manage roles are 
assigned. Each IS department or region is accounted for). 
As per claim 8, Alter teaches: 

The method of claim 7, further comprising after each step, a step of updating a 
project management tool displaying a time for executing each step of the method of 
claim 1 (see p. 576; where a Gantt chart is a tool used to display a time for executing 
steps of a project). 

Conclusion 

6. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Kalyan K. Deshpande whose telephone number is 
(571)272-5880. The examiner can normally be reached on M-F 8am-5pm. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Tariq Hafiz can be reached on (571) 272-6729. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). 
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